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Disposition of Claims 

4) |EI Claim(s) 47-55,57,59,60,63-79,83-84,86-89 and 91-98 is/are pending in the application. 
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DETAILED ACTION 

This Non-Final Office Action is responsive to the communication received 03/13/2009. 
The Examiner of your application in the USPTO has changed. To aid in correlating any papers 
for this application, all further correspondence regarding this application should be directed to 
Examiner Christian Boesen Art Unit 4131. 

Election/Restrictions 

Applicant's election with traverse of group IV, claims 47, 64-68, 70, 88-91 is 
acknowledged. Applicant argues that Faye does not disclose the compound of formula I. In 
response, the examiner notes that while Faye docs not disclose formula I, Faye discloses libraries 
of fluorescently labeled GPCR ligands. The claims are presently rejected under 103 because 
McCrea and Burchard teaches the formula of claim I as discussed in the rejection under 35 USC 
§ 103(a) below. Because the prior art teaches the shared technical feature of the present invention 
the claims lack unity and therefore the restriction is set forth as it applies to U.S. practice. The 
restriction is thus deemed proper and is made FINAL. 

New claims 93-98 were added. 

Claims 48-55, 57, 59-60, 63, 67, 69-79, 83-84, 86-89, and 92-98 are withdrawn because 
they are drawn to the non-elected invention or species. 

Claims 47, 64-66, 68, and 91 are under examination in this Office Action. 
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Information Disclosure Statement 

The information disclosure statements (IDS) submitted on 02/20/2009 and 02/27/2008 
are in compliance with the provisions of 37 CFR 1 .97. Accordingly, the information disclosure 
statement has been considered by the Examiner. It is noted that references missing dates were 
not considered. 

Specification 

The disclosure is objected to because of the following informalities. The use of 
trademarks (i.e. BODIPY™, Cascade Blue™, and Texas Red™) has been noted throughout this 
application (i.e. page 3, line 3). Each letter of the trademarks should be capitalized wherever it 
appears and be accompanied by the generic terminology. Although the use of trademarks is 
permissible in patent applications, the proprietary nature of the marks should be respected and 
every effort made to prevent their use in any manner, which might adversely affect their validity 
as trademarks. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 64, 66, 68, and 91 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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Claims 64, 66, 68, and 91 contain the trademark/trade names BODIPY™, Cascade 
Blue™, and Texas Red™. Where a trademark or trade name is used in a claim as a limitation to 
identify or describe a particular material or product, the claim does not comply with the 
requirements of 35 U.S.C. 1 12, second paragraph. See Ex parte Simpson, 218 USPQ 1020 (Bd. 
App. 1982). The claim scope is uncertain since the trademark or trade name cannot be used 
properly to identify any particular material or product. A trademark or trade name is used to 
identify a source of goods, and not the goods themselves. Thus, a trademark or trade name does 
not identify or describe the goods associated with the trademark or trade name. In the present 
case, the trademark/trade name is used to identify/describe the fluorescent label and, accordingly, 
the identification/description is indefinite. 

[MPEP 2173.05(u)] If the trademark or trade name is used in a claim as a 
limitation to identify or describe a particular material or product, the claim does 
not comply with the requirements of the 35 U.S.C. 112, second paragraph. Ex 
parte Simpson, 218 USPQ 1020 (Bd. App. 1982). The claim scope is uncertain 
since the trademark or trade name cannot be used properly to identify any 
particular material or product. In fact, the value of a trademark would be lost to 
the extent that it became descriptive of a product, rather than used as an 
identification of a source or origin of a product. Thus, the use of a trademark or 
trade name in a claim to identify or describe a material or product would not only 
render a claim indefinite, but would also constitute an improper use of the 
trademark or trade name. 

If a trademark or trade name appears in a claim and is not intended as a limitation 
in the claim, the question of why it is in the claim should be addressed. Does its 
presence in the claim cause confusion as to the scope of the claim? If so, the claim 
should be rejected under 35 U.S.C. 1 12, second paragraph. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 47, 64-66, 68, and 91 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over McCrea (Molecular Pharmacology 1996 volume 49 pages 927-937) in 
combination with (US Patent 6,171,794 Bl). 

Claims are drawn to a fluorescently tagged nucleoside ligand for adenosine Al and other 
G protein coupled receptors. The elected species is BODIPY-630/650 tagged salmeterol. The 
chemical structure of the elected ligand species corresponds to CAS Registry number 89365-50- 
4 that is identical to the compound named salmeterol with the CAS Registry number 89365-50-4. 

McCrea teaches that salmeterol, which is a ligand for p r and p 2 -adrenoceptors (see entire 
document). Cells containing stimulated Pi- and p 2 -adrenoceptors accumulate cAMP (see page 
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928 and figure 1). The accumulation of cAMP is measured by stimulating C6 cell monolayers 
with salmeterol and measuring the conversion of radiolabeled adenine (8-[ 3 H]Adenine) into 
[ 3 H]cAMP (see table 1 and figures 1-5). 

While McCrea teaches using a radiolabel to determine the duration of salmeterol action, 
McCrea does not expressly teach a fluorescently tagged salmeterol. 

Burchard teaches labeling nucleotide analogues with the fluorescent label BODIPY- 
630/650 (see column 9 line 43 and claim 14). 

It would have been prima facie obvious for one of ordinary skill in the art at the time the 
invention was made to label McCrea's salmeterol with Burchard's fluorescent label BODIPY- 
630/650 to arrive at applicant's invention with the above cited references before them. 

One would have been motivated to label McCrea's salmeterol with Burchard's fluorescent 
label BODIPY-630/650 because Burchard teaches that fluorescent labels are preferred to other 
types of labeling including radioactive isotopes (see column 9 lines 24-33). 

One would have had a reasonable expectation of success to label McCrea's salmeterol 
with Burchard's fluorescent label BODIPY-630/650 because techniques for labeling nucleotide 
analogues are well established in the art as evidenced by Burchard (see column 9 lines 24-33). 

Thus the present invention would have been prima facie obvious at the time the invention 
was made. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
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is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 



Claims 47, 64-66, 68, and 91 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 21-24 of 
copending Application No. 11/576,035. 

Although the conflicting claims are not identical, they are not patentably distinct from 
each other because the present claims are drawn to a fluorescently tagged nucleoside ligand for 
adenosine Al and other G protein coupled receptors. The claims of the copending Application 
1 1/576,035 are drawn to an assay using a fluorescently tagged nucleoside ligand for adenosine 
Al and other G protein coupled receptors. 

Therefore the present claims are obvious in view of the claims of the copending 
Application 11/576,035. 

This is a provisional obviousness-type double patenting rejection because the conflicting 



claims have not in fact been patented. 
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Conclusion 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHRISTIAN BOESEN whose telephone number is 571-270- 
1321. The examiner can normally be reached on Monday-Friday 9:00 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James O. Wilson can be reached on 571-272-0661 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/CHRISTIAN BOESEN/ 
Examiner, Art Unit 4131 



/James . Wilson/ 

Supervisory Patent Examiner, AU 1624 



